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This publication, issued monthly, contains all current decisions 
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Patent Office decisions, is given in full so far as they relate to 
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other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
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Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 

Brown Cloth 

Brown Buckram 

Digest (either binding) 

Add to the above prices five per cent for each year elapsed 
since the year of publication, except in the case of the Digest. 

Transportation extra. 
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Hecker H-O Company, Inc. v. Hottanp Foop Corporation 
United States Circuit Court of Appeals, Second Circuit 


December 9, 1929 


INFRINGEMENT—“H-O” anv “HoFoop” on Cereat Propvcts. 

Appellee and its predecessors had, since the year 1883, used the 
designation “H-O” as a trade-mark on cereal products. The use by 
appellant of the mark “HoFood” on packages of cereals shipped to 
foreign countries was held to violate Section 16 of the Trade-Mark 
Act of 1905; and the decree enjoining such use was affirmed. 


INFRINGEMENT—UsSE or INFRINGING LaBELS IN ForEIGN CoMMERCE—J URIS- 
DICTION. 


In the case at issue, without answering the question whether, if 
the label were affixed in foreign countries, it would violate the Trade- 
Mark Act, the courts of the United States have jurisdiction to restrain 


the affixing of infringing labels within the territory thereof to goods 
intended for shipment abroad. 
INFRINGEMENT— INTENT. 


Where infringement is proved, the question of intent is im- 
material. 

Appeal from the United States District Court for the Southern 
District of New York, in a suit for infringement of a registered 
trade-mark. Decree for plaintiff. Affirmed. For decision below, 
see 19 T.-M. Rep. 192. 


Hunt, Hill and Betts (John W. Crandall, of counsel), all of 
New York City, for appellant. 
W. Lee Helms, of New York City, for appellee. 


Before Manton, L. Hann and Mack, Circuit Judges. 


Manton, C. J.: Appellant and appellee manufacture cereal 
products. The appellee manufactures and sells in both domestic 
and foreign commerce and while the appellant manufactures its 
cereal products in this country, it sells only in foreign commerce. 
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The appellee’s mark is “H-O.” The appellant uses the mark 
“HoFood.” The mark “H-O” had been used by the appellee and 
its predecessors since 1887 and the trade-mark was registered on 
May 13, 1919. 

In 1921, the appellant obtained a registered trade-mark for 
“HoFood” as applied to cereal products, and in 1922 filed an 
application for registration of the same mark for other cereal 
products. Thereupon the appellee filed proceedings in the United 
States Patent Office praying that the appellant’s registered mark 
be cancelled and that the applied for mark be denied registration 
because of the priority of use of substantially the same mark, to 
wit, “H-O” of the appellee, in connection with the word food. 
The Court of Appeals of the District of Columbia affirmed the 
vacation of the appellant’s trade-mark and it was denied registra- 
tion. (H-O Cereal Co. v. Holland Food Corp., 11 Fed (2d) 575 
[16 T.-M. Rep. 340]). 

The appellant purchases cereal products, including rolled 
oats, semolina flour and cattle food from manufacturers in the 
United States and packages them in boxes and barrels and applies 
to such containers the word “HoFood.”’ These are shipped from 
American ports to foreign countries including England, Holland, 
Belgium, Switzerland and Greece. 

The injunction granted below directed that the appellant be 
permanently enjoined from marketing or selling cereal food stuffs 
under the name “HoFood” and further from affixing the mark 
“HoFood” on containers for cereal food stuffs and from otherwise 
infringing the trade-mark rights of the appellee in and to the 
trade-mark “H-O.” The appellant contends that it cannot be en- 
joined from the sale of its product bearing the infringing trade- 
mark in the respective foreign countries referred to. The Trade- 
Mark Act of February 20, 1905 (33 Stat. 724), Sec. 16, provides: 

“That the registration of a trade-mark under the provisions of this 
act shall be prima facie evidence of ownership. Any person who shall, 
without the consent of the owner thereof, reproduce, counterfeit, copy, 
or colorably imitate any such trade-mark and affix the same to merchandise 
of substantially the same descriptive properties as those set forth in the 


registration, or to labels, signs, prints, packages, wrappers, or receptacles 
intended to be used upon or in connection with the sale of merchandise of 
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substantially the same descriptive properties as those set forth in such 
registration . . . . Such reproduction, counterfeit, copy, or colorable 
imitation in commerce among the several states, or with a foreign nation, 
. Shall be liable .... at the suit of the owner thereof... .” 























Labeling packages, boxes and barrels with the mark “HoFood” 
and sending them into foreign commerce for sale in foreign coun- 
tries was a violation of the Trade-Mark Act. The merchandise 
thus prepared was shipped from ports of the United States and 
intended for foreign commerce and the courts of the United States 
have jurisdiction to restrain these acts performed within the United 
States. (Vacuum Oil Co. v. Eagle Oil Co., 154 Fed. 867.) We 
do not examine the question of whether, if the label were affixed 
in foreign countries it would violate the provisions of Sec. 16 
of the Trade-Mark Act. It is sufficient for decision here to hold 
that the acts of the appellant in affixing its mark in this country 
and infringing the trade-mark violate the Act. 

The decree entered below is intended to be obeyed by the 
conduct of the appellant within the United States; that is the ex- 
tent of the jurisdiction of the court in commanding obedience. 

Appellant argues further that the two marks are not in con- 
flict and that there is no infringement. This question has been 
decided adversely to it by the Court of Appeals for the District of 
Columbia. (H-O Cereal Co. v. Holland Food Corp., supra.) 
The claim that the appellant had no intention to infringe the 
“H-O” mark is unimportant. For in this suit for infringement of 
a trade-mark, where the appellee owns and holds a registered 
mark, the intention of the appellant to infringe and whether 
appellee has sustained damages, are immaterial. (Lawrence Co. 
v. Tennessee Co., 1388 U. S. 537; 11 S. Ct. Rep. 396; Hutchinson, 
Pierce & Co. v. Loery, 168 Fed. 43; Gannert v. Rupert, 127 Fed. 
962.) 

Decree affirmed. 
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McIvuHenny Co. v. BuiLLarp 
(83 Fed. 2nd, 978) 


United States District Court, Western District of Louisiana 


INFRINGEMENT—DAMAGES—STATE STATUTE. 

Under Act No. 49 of the State of Louisiana, damages deemed by 
the court to be just and reasonable may be awarded a plaintiff for 
the loss of sales due to the infringement of trade-mark. Where, how- 
ever, such sales took place partly outside the State, and were not 
segregated in the record, the Act cannot be applied. The master’s 
ruling that no damages should be awarded was sustained. 

INFRINGEMENT—VIOLATION OF INJUNCTION—RECOVERY OF ProrTrs. 

Where it was shown that defendant had not obeyed the decree 
requiring him to distinguish the pepper sauce put out by him from 
the “Tabasco” sauce made by complainant, but persisted in his attempt 
to profit by the reputation built up for the latter, complainant was 
held entitled to profits accruing subsequent to the decree. 

INJUNCTION—VIOLATION—PENALTY. 

Where defendant persisted in using on his pepper sauce com- 
plainant’s trade-mark “Tabasco,” in violation of the original injunc- 
tion, he was denied the right to use the word in any form on his 
product for a period of five years. 

InsuNCTION—ConTEMPT—ApDvICE OF COUNSEL. 

It is no defense to a charge of contempt that the wrongful acts 
were done on the advice of counsel, although this may be considered 
in mitigation of punishment. Therefore, defendant’s refusal to com- 
ply with that part of the decree which required him to use certain 
wording to distinguish his pepper sauce from complainant’s, held to 
be contempt. The fine of five thousand dollars imposed by the court 
was justified. 


In equity. Supplemental bill wherein case was referred to 
special master to ascertain profits and damages. On exceptions 
and objections by both parties to findings and recommendation of 
master. Decree in accordance with opinion. For decisions in 


earlier litigation between the parties see Reporter, vol. 10, p. 213; 
vol. 16, p. 389. 


Howe, Fenner, Spencer & Cocke, of New Orleans, La., J. S. 
Clark, of Philadelphia, Pa., and Edw. S. Rogers, of 
Chicago, Ill., for complainant. 

J. M. Grimmet, of Shreveport, La., Emmet Alpha, and Mer- 
rick § Schwarz, all of New Orleans, La., for respondent. 


Dawkins, J. The nature and history of this case are dis- 
closed more or less in the opinions handed down in former pro- 
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ceedings, reported in (D. C.) 265 F. 705, and (D. C.) 16 F. (2d) 
470, and hence will not be repeated here. The matter is now again 
before the court on exceptions and objections to the findings and 
recommendations of the special master, to whom it was referred 
under the decree of June 7, 1926, to ascertain the amount which 
should be recovered by complainant as profits and damages flow- 
ing from the infringement of complainant’s trade-mark. 

On March 12, 1927, complainant filed a supplemental bill, 
charging that since the rendition of the decree of June 7, 1926, re- 
spondent had continued to violate the injunction by using the 
phrase, “Made from tabasco peppers,’ without accompanying it 
with the qualifying language set out in that decree, and praying 
for a further injunction restraining the use of the word “tabasco” 
for such period as might be necessary to overcome the effect of his 
conduct. At the same time a motion was filed to punish respondent 
as for civil contempt for violating the decree of June 7, 1926. By 
consent, the matter of accounting for the period from the latter 
date to June 80, 1927, was also referred to the master, evidence 
was heard and the amount of profits and damages was considered 
by the master in anticipation of the ruling by the court upon the 
issue of infringement and violation of the said decree during the 
latter period. 

On April 2, 1928, the master filed his report. The accounting 
was divided into two parts; the first covering operations of re- 
spondent prior to July 1, 1926, and the second from the latter 
date to June 80, 1927. The amount of profits for the first period 
was by stipulation fixed at $5,017.50, and for the latter the master 
found from the evidence that a profit of $6,485.40 had been made, 
and recommended that plaintiff have judgment for said amount, 
with legal interest from date of his report. Damages were denied, 
for the reason that in his opinion the evidence did not support a 
recovery. 

Exceptions were taken by complainant to the refusal of the 
master to award damages, and by respondent to the awarding of 
profits for the second period. Respondent also opposed the motion 
by complainant for a modification of the injunction, so as to deny 
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him the right to use the word “tabasco” in connection with his 
pepper sauce, for a limited period, to counteract the violation of 
the decree of June 7, 1926. Complainant also filed a motion or 
amendment, asking that respondent be denied the right to use the 
word “Evangeline” in connection with his pepper sauce, and re- 
spondent filed a similar motion, praying that the court eliminate 
from its decree of June 7, 1926, the requirement that, in the use of 
the phrase “Made from tabasco peppers,” the same should be ac- 
companied with distinguishing words, to show that it was not the 
original pepper sauce manufactured by the complainant for a 
long period of years. 

Additional evidence was taken in open court and the case is 
now to be considered upon the following propositions, to wit: 

(1) Should complainant be awarded damages for the period 
prior to June 7, 1926? 

(2) Was there a violation of the decree of June 7, 1926, 
and, if so, (a) does the record support the recovery allowed by the 
master for profits from that date to June 30, 1927; and (b) should 
it be allowed damages for that period also? 

(3) Should the decree of June 7, 1926, be modified, so as 
(a) to deny respondent the right to use the word “tabasco” alto- 
gether, for a limited period; and (b) should he also be required to 
eliminate the word “Evangeline” in connection with said sauce? 

(4) Should the prayer of respondent to modify the decree 
of June 7, 1926, so as to eliminate the qualifying words required 
thereby in the use of the phrase “Made from tabasco peppers,” be 
granted? 

There is the additional question of whether or not the respond- 
ent should be adjudged guilty of contempt, which was submitted 
along with the exceptions to the master’s report and upon the evi- 
dence adduced at the hearing before the court. 

1. The court has carefully examined the evidence offered in 
support of the claim for damages, and is constrained to agree with 
the master that it is insufficient upon which to base a judgment 
for actual damages or the loss of business. It is true that a num- 
ber of hotels and railroads are using the sauce of respondent, who 
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formerly were customers of complainant; but there is nothing to 
show what proportion of the total sales were to these customers, 
and any attempt to fix the same would be the merest guess. I am 
aware of the difficulties with which complainant was confronted in 
view of the fact that respondent, like complainant, sells a consid- 
erable portion of his product to jobbers, and it would be necessary 
to trace the purchases to the consumer through those sources; but 
such difficulties cannot serve to relieve the necessity for reasonable 
certainty in discharging the burden of proof resting upon the 
complainant. 

However, the Act No. 49 of the Legislature of Louisiana, for 
the year 1898, in my opinion, has enlarged or supplemented the 
common-law right of recovery for actual damages, such as result 
from the making of sales by the infringer, which the complainant 
must show he could have made by the provision: 


“Sec. 5. Be it further enacted, etc., every such person, association 
or union adopting or using a label, trade-mark, term, design, device or 
form of advertisement as aforesaid, may proceed by suit to enjoin the 
manufacture, use, display or sale of any counterfeits or imitations thereof, 
and all courts of competent jurisdiction shall grant injunctions to restrain 
such manufacture, use, display or sale and may award the complainant 
in any such suit damages resulting from such manufacture, use, sale or 
display as may be by the said court deemed just and reasonable, and shall 
require the defendants to pay to such person, association or union, all 
profits derived from such wrongful manufacture, use, display or sale; and 
such court shall also order that all such counterfeits or imitations in the 
possession or under the control of any defendant in such cause be de- 
livered to an officer of the court, or to the complainant, to be destroyed.” 
(Italics by the writer.) 


My view is that the Legislature, realizing the difficulty of 
proof in such cases, intended to authorize the court in its discre- 
tion to determine what should be a proper recovery upon a “just 
and reasonable” consideration of all the circumstances, without be- 
ing confined to the exactness and certainty of showing otherwise 
required in such cases. This appears to be borne out by the de- 
cisions of the Louisiana Supreme Court. See Cusimano &§ Co. v. 
Olive Oil Importing Co., Ltd., 114 La. 812, 88 So. 200; Coca-Cola 
Co. v. Vivian Ice, Light § Water Co., 150 La. 445, 90 So. 755. 

The power of a federal court to enforce a right such as this, 
given by a state statute, seems to be settled. Coty v. Prestonettes, 
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Inc. (C. C. A.), 285 F. 501 [12 T.-M. Rep. 405]; In re McNiel, 
18 Wall. 236, 20 L. Ed. 624, with Rose’s notes thereon, vol. vii, p. 
592 et seq. But the state statute cannot give relief or enforce 
such rights as to transactions happening beyond its territorial 
limits. Coty v. Prestonettes, Inc., supra; Rehbein v. Weaver et al. 
(C. C.), 188 F. 607. In the present case there has been no separa- 
tion of the business done in Louisiana from that transacted in 
other states, nor has it been shown what proportion of its former 
customers, or probable new ones, have been induced to handle re- 
spondent’s product upon the belief that they were getting com- 
plainant’s article, were located in Louisiana. In other words my 
view is that it is not possible to separate the evidence as to matters 
within and without the state, so as to enable the court to give a 
judgment for general damages under the Louisiana statute, based 
upon all the circumstances, as it might otherwise do if they had 
all occurred within the state. It follows, therefore, that the ruling 
and recommendation of the master as to damages will have to be 
sustained. 

2. It is admitted that the respondent did not obey that part 
of the decree of June 7, 1926, requiring him to accompany the use 
of the phrase “Made from tabasco peppers” with the qualifying 
language, “But this is not the old, established tabasco sauce, which 
is the pepper sauce manufactured for many years by MclIhenny 
Company and its predecessors at New Iberia, Louisiana, or a state- 
ment similar thereto, which shall clearly and unmistakably dis- 
tinguish the sauce manufactured and sold by defendant from that 
manufactured by McIhenny Company,” etc. 

It is my opinion, after a careful examination of the whole 
record in this case, beginning with the proceedings started in 1918, 
that the respondent set out with the purpose of availing himself 
of the benefits which the use of the word “tabasco” in connection 
with pepper sauce had acquired as the result of long years of 
manufacture by complainant, and from the fact that his plant and 
operations were located and carried on in virtually the same locality 
as that of complainant. This is demonstrated, first, by the fact 
that originally the packages, cartons, etc., were very similar and 
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scarcely distinguishable from those of complainant, except for the 
name of the manufacturer (which latter fact it would appear from 
the evidence the average consumer or dealer has not stopped to 
consider, so long as he thought it was “tabasco sauce’); and, 
second, by the tenacity with which respondent has held to and in- 
sisted upon the use of the word “tabasco.” If the product had 
merit sufficient to sustain it, it would seem that he could have had 
just as good results by calling it “Bulliard’s Pepper Sauce,” or 
any other name without the use of the word “tabasco”; but he 
has, as above stated, intended that the attention of the public 
should be prominently and easily directed to the word “tabasco,” 
which could have been for only one purpose, and that is to have it 
believe that the purchasers were getting tabasco sauce. The ex- 
istence of this desire on the part of the public I believe the record 
discloses is due to complainant’s efforts, and its use of the word 
“tabasco” as a trade-name to distinguish its sauce in building up 
its business over a long period of years before respondent or any 
one else had entered the field and begun to manufacture sauce 
from tabasco peppers. 

It is true that respondent, either as the result of this litigation 
or of agreement, has modified the use of the word from time to 
time, but it has been in such way that in my opinion the public 
has paid little attention to either the shape of the bottle, carton, 
etc., or to the addition of the word “Evangeline,” so long as the 
product was referred to, bought, and sold as “tabasco sauce.” In 
view of this situation, which has been created by the wrongful acts 
of respondent, I believe the court is justified and required to go 
much further than it ordinarily would in attempting to repair the 
injury which has been done, by compelling him to clearly disclose 
to the trade that his article is not that of complainants, and to 
prohibit him from getting the benefit of complainant’s efforts. 
Hence, if the requirement of the decree of June 7, 1926, was some- 
what drastic, the same is due to his own fault, and was, in the 
opinion of the court, the only effective way in which the conse- 
quences of his wrongful conduct could be overcome. My con- 
clusion is that the decree went no further than was necessary 
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under the circumstances, and, since it was admittedly violated, the 
complainant is entitled to such profits and damages as it may have 
established. 

2. (a) I shall not attempt to analyze the evidence upon 
which the recovery allowed and recommended by the master for 
profits for the infringement over the period from July 1, 1926, to 
June 30, 1927, was made, but suffice it to say that the same, in my 
opinion, is fully sustained by the evidence. Respondent, in the 
face of the fact that this litigation was pending, and that he would 
probably be called upon to account for his wrongful acts, kept his 
records in such condition that it was not possible to clearly ascer- 
tain therefrom the amount of his profits, and I think the manner 
in which the master determined them is justified under the circum- 
stances. 

2. (b) What has been said about the damages prior to 
July 1, 1926, is equally applicable to the latter period; i.e., the 
evidence is not such that the court can fix the amount of damages. 

8. (a) As above indicated, I think the course of conduct of 
the respondent in this case has been such as to constantly keep be- 
fore the public the idea that his product was the tabasco pepper 
sauce manufactured by complainant, and that in order to overcome 
this condition, if it is possible to do so, he should be denied the 
right for a period of say five years to use the word “tabasco” alto- 
gether in connection with the manufacture of his pepper sauce, 
and that the former decree should be amended accordingly. 

8. (b) The motion to amend the decree, so as to prohibit re- 
spondent from using the word “Evangeline” in connection with his 
pepper sauce, was made during the hearing before the court upon 
the exceptions to the master’s report and the rule for contempt, so 
that there was no reasonable opportunity for respondent to answer, 
or to go into this question properly. Hence the court declined to 
allow the amendment upon the point, but will reserve the right to 
urge the same later, should circumstances justify that course. 

4. The issue raised by the prayer of respondent for the 
elimination of the distinguishing words which were required to be 
used in connection with the phrase “Made from tabasco peppers” 
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has already been disposed of, and on the modification of the de- 
cree, so as to deny him the right to use the word “tabasco” alto- 
gether for a period of five years, will be unnecessary, but there- 


after complainant may apply to have the same reinstated should 
the circumstances so require. 


The Rule for Contempt 


As previously indicated, respondent admits refusal to comply 
with that part of the decree of June 7, 1926, requiring him to 
use the distinguishing language; but he seeks to justify this course 
by relying upon the advice of his counsel. This is no defense to 
the charge of contempt, but may be considered by the court in 
mitigation of punishment. Calculagraph Co. v. Wilson (C. C.), 
186 F. 196; Victor Talking Machine Co. v. Leeds (C. C.), 150 F. 
147; In re Munroe (D. C.), 210 F. 326; National Corporation v. 
Bartram Hotel Co. (D. C.), 268 F. 250; Id. (C. C. A.), 269 F. 
974. Respondent’s recourse, if he thought the decree went too 
far, was to apply to the court, through proper proceedings, for a 
modification, and not to rely on the advice of counsel and violate 
its plain letter. My opinion is that respondent was guilty of con- 
tempt. 

Taking all the circumstances into consideration, including the 
expense and trouble to which the complainant has been put in this 
case, I think the court justified in imposing a fine of $5,000, $2,500 
thereof to be paid to complainant to cover its expenses and costs, 
and the remainder to be considered as punishment for the willful 
violation of the court’s decree. 

Sentence upon the conviction of contempt under the decree 
of June 7, 1926, will be held in abeyance to await the future con- 
duct of respondent. 


A decree in accordance with the views expressed herein may 
be presented. 





12 TWENTY TRADE-MARK REPORTER 


Fmeuity Bonn & Morteace Company v. Fipe.tity Bonn & 
Morteace Company or TExas 


United States District Court, Southern District of Texas 
June 27, 1929 


Unrai Competirion—ProsaBLe INsury Grounps ror RE ier. 

“Relief on the ground of unfair competition cannot properly be 
awarded, in the absence of proof of wrongful conduct and at least 
probable substantial injury therefrom to the business of the com- 
plainant.” 

Unram Competirion—Simitar Corporate Name—Conrvsion. 

Plaintiff, Fidelity Bond & Mortgage Company, a Missouri cor- 
poration, held without right to restrain use by defendant of the 
corporate name, Fidelity Bond & Mortgage Company of Texas, inas- 
much as the use of the latter name was authorized by the State of 


Texas and no evidence of confusion or deception of the public was 
adduced. 


In equity. Action for unfair competition. Decree for de- 
fendant. 


Lewis M. Dabney, Jr., and Robert A. Ritchie, both of Dallas, 
Tex., and Jas. L. Hopkins, of St. Louis, Mo., for 
plaintiff. 

Ball & Simmons, of Houston, Tex., for defendant. 


Hutcueson, D. J.: This is a suit by plaintiff, Fidelity Bond 
& Mortgage Company, charging unfair competition, and praying 
that defendant be enjoined from using its corporate name. 

The bill charges that plaintiff, a Missouri corporation, has 
been engaged in the purchase and sale of first mortgage real estate 
bonds sincqg November 11, 1921; that it has established a market 
for fidelity guaranteed bonds throughout the United States; that 
it has made sales in Texas, and carried on a campaign of national 
advertising; that by reason of the advertisements circulated in 
Texas, and the business done in Texas, it has occupied this field, 
so as to preclude any other company from doing business under 
the name Fidelity Bond & Mortgage Company. 

Plaintiff established that since 1921 it has sold bonds to 
thirteen people in the state of Texas; that it has in the past 
created first mortgages upon which to base issues of bonds, and 
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has created such issues of bonds in Texas, one at Fort Worth, two 
at Dallas, and one at Waco. As to these, it is defendant’s conten- 
tion that they constituted doing business in Texas in violation of 
the laws of Texas, since plaintiff has never complied with the 
statutes of Texas requiring a permit. 

It is the contention of plaintiff that the mortgage transactions 
did not constitute doing business in Texas, but whether so or not 
is in my opinion in this case immaterial. There is no testimony 
that any person has ever been deceived as to, or confused be- 
tween, the identity of the two companies, or that plaintiff has ever 
lost a sale or had its business in the slightest interfered with by 
the existence of defendant company. 

Upon the issue of unfair competition by design, the evidence 
wholly absolves the defendant; the uncontradicted testimony being 
to the effect that prior to the adoption of the name no one con- 
nected with the defendant or its promotion had ever heard of the 
St. Louis company, and that the name was selected after a con- 
ference with the secretary of state, and advice by the secretary 
of state, that the name had not been appropriated in Texas in any 
way so as to prevent the defendant from assuming it, and the use 
of its name was authorized and sanctioned by the state of Texas, 
in which it was incorporated. 

Defendant presses to some extent the contention that plaintiff 
cannot be considered to have occupied the Texas field since it has 
not only not taken out a permit to do business in Texas, but has been 
doing business here in violation of the laws of Texas, and cites 
Central Trust Co. v. Central Trust Co. of Illinois (C. C.), 149 F. 
789. I do not, however, find it necessary to determine whether 
this point is valid, because I think, upon plaintiff’s own showing, 
plaintiff has wholly failed to make a case. 

It is the law that “relief on the ground of unfair competition 
cannot properly be. awarded, in the absence of proof of wrongful 
conduct and at least probable substantial injury therefrom to the 
business of the complaining party.” Pulitzer Publishing Co. v. 
Houston Printing Co. (C. C. A.), 11 F. (2d) 8386 [16 T.-M. Rep. 
376]. The whole evidence not only fails to establish these requisites 
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of a cause of action, but affirmatively proves the contrary, for I 
find nothing of substance in complainant’s claim that it has appro- 
priated territory in which the defendant operates, so as to give it 
a right to prevent the appropriation of that field by others, and I 
especially find that no unfair competition with plaintiff, either in 
intent or result, has resulted or will result from the use, as the evi- 
dence discloses it, of plaintiff's corporate name. 

Further, while I do not find it necessary to a decision of this 
case, I think it not inappropriate to say that while, of course, in 
a case of deliberate infringement, the fact that the infringer has 
obtained its corporate name from the state will not be a defense, 
I think it of great evidential importance, in determining the ques- 
tion of fact as to whether the plaintiff has appropriated the field, 
that it did not see fit to comply with the laws of Texas by taking 
out a permit, or to notify, in the official way prescribed, others that 
it was desiring, under its corporate name, to pre-empt the field. 

It seems to me that plaintiff's case here is, if anything, more 
wanting in equity than was the case of Pulitzer Publishing Co. v. 
Houston Printing Co., reported in (D. C.) 4 F. (2d) 924, and 
(C. C. A.), 11 F. (2d) 884 [15 T.-M. Rep. 348], and that, upon 
the principles and for the reasons there set out, plaintiff’s case 
must here fail; and it will be so ordered. 


Armour & Co. v. Armour Tire & Rusper Co. eT AL. 


United States District Court, Southern District of Ohio 


August 1, 1925 


Unram Competirion—Famity Name—“Armovr.” 

Plaintiff and its predecessors had since 1868 used their surname 
“Armour” as a trade-mark, first, on meat products, then on by- 
products of the meat industry, such as glue, ammonia, fertilizer, and 
soap, including soaps for automobiles. Defendant, a manufacturer of 
automobile tires and other rubber goods, adopted the name “Armour” 
as part of its corporate title and as a trade-mark. Such use of plain- 
tiff’s family name was held to be unfair competition, and was enjoined. 


In equity. Suit to restrain unfair competition. Decree for 
plaintiff. 
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McMahon, Corwin, Landis & Markham, all of Dayton, Ohio, 
for plaintiff. 

James & Coolidge and Toulmin § Toulmin, all of Dayton, 
Ohio, for defendant. 


Hoven, D. J.: Armour & Co. filed its bill of complaint 
against the Master Tire & Rubber Company for injunctions and 
accounting. A basis of the remedy asked is unfair competition in 
the use of the word “Armour” as a trade-name. The bill of com- 
plaint was twice amplified by amendment. Later, the Armour 
Tire & Rubber Company as well as the receivers for both com- 
panies were made parties defendant; the Armour Tire & Rubber 
Company being subsequently organized under the laws of Ohio 
for the purpose of acting as a selling agency for the Master Tire 
& Rubber Company. These two companies were engaged in the 
manufacture and sale, principally by the mail order method, of 
automobile tires, and perhaps other rubber goods, the business 
located and operated in the city of Dayton, Ohio. 

The defendants filed separate answers, and the cause came 
on for hearing upon the merits under stipulation that the affidavits 
filed in the case should be considered as proof by way of de- 
position. 

The defendant companies advertised extensively by means of 
printed order blanks, printed so-called guarantee bonds, newspaper 
advertising, display posters, letterhead advertisements, catalogue 
folders, and the like, upon which appeared prominently and re- 
peatedly the expressions, “Armour Master,” “Armour Master 
Cords,” “Armour Cords,” “Armour Tire & Rubber Company,” cuts 
of automobile tires showing “Armour Cord” printed in mould on 
the sidewalls of the tire. 

It appears: That the plaintiff company was first organized 
in 1868 by Philip D. Armour, at Chicago, Ill.; that the business 
expanded and developed; branch and subsidiary companies were 
established in numerous large cities in the United States. The 
Armour family, through various and successive representatives 


thereof, was continuously identified with the business, and through 
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the successive years large sums of money were expended for the 
building up of the good-will and reputation of the company’s prod- 
ucts. That the company and its subsidiaries, although primarily 
engaged in the preparation of meats for consumption, developed 
the manufacture of other food stuffs and numerous other products, 
such as glue, sandpaper, curled hair, ammonia, fertilizer, soap, 
dairy products, the purchase and preparation for market of 
poultry, the operation of car lines, such as refrigerator and tank 
cars, and many other lines of industry, among which were certain 
products and materials used in the manufacture of automobiles 
and other products incident to the use of automobiles, such as 
“Armour’s Lustre Soap,” “Armour’s Glycerine” and “Anti-Freeze 
Solution,” “Armour’s Motorists and Mechanics Soap Paste,” and 
the like. 

Defendants claim the selection of the word ‘““Armour” was for 
the purpose of signifying the tough, stable, and hardy character 
of the automobile tires; that is, that the product was in some un- 
accountable way “armoured,” and was calculated to in some way 
create the impression of strength. The reasonableness of this con- 
tention is not sufficiently persuasive to even require comment. 

The inescapable conclusion, drawn from the tenor of the entire 
record, is that the use of the word “Armour” in the corporate 
name of the selling company, and as a brand and trade-name to 
the product, was selected for the purpose of taking advantage 
of the business reputation of the plaintiff company, the family 
name of the organizer, and of those prominently interested in 
that company, throughout its existence, in the good-will of that 
company gained by years of ingenious advertising and the expendi- 
ture of vast sums of money therefor, and for the purpose of con- 
fusing the public and leading defendant’s patrons to believe by the 
use of the word “Armour” that its product was of a superior stand- 
ard and quality, and to induce other members of the public to be- 
come patrons under such a belief. Fraud, or the attempt at fraud, 
is discernible as the underlying and appealing conclusion. 

True it is that the plaintiff in all its history and in the de- 
velopment of its varied products of manufacture has never engaged 
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in the manufacture of automobile tires. There is no absolute and 
direct competition in this field. Under the modern trend of 
judicial decision, this direct competition is not a necessary element. 
The trend has been to distinguish the character of case we have 
here from the trade-mark cases, and to deal and classify the issue 
where it belongs, viz., under fraud. By no means the least to con- 
cern a court in such a case is the consideration of the question of 
how has, and how will, the continued act affect the public. 

The Court of Appeals in the Third Circuit, in the case of 
Akron-Overland Tire Co. v. Willys-Overland Co., 278 F. 674, 
676 [11 T.-M. Rep. 281], says: 


“While it may be conceded that the plaintiff company manufactures 
automobiles and the defendant does not, and while the plaintiff does 
not make or sell automobile tires, and the defendant retreads and sells 
tires, and in exact terms the two do not compete in these particular things, 
yet the fact remains that the business of both is so connected with auto- 
mobiles that the public, in buying the stocks, securities, and retread tires 
of the defendant company, by the use of the word ‘Overland’ in connec- 
tion therewith, will, by such descriptive word, be led to believe it is buying 
property or articles owned or dealt in by the plaintiff or one of its sub- 
sidiary companies.” 


And the court furthermore says: 


“With a practically unlimited field of distinctive names open to it for 
choice, when the defendant lately entered the automobile industry, the 
fact that it chose to take a name that had no connection or association 
with the automobile trade, except the good will and association which the 
plaintiff had given it, shows conclusively that the name was given to 
this new venture in the automobile field because of its established high 
regard in that industry, which had been given it by the plaintiff.” 


And again the Court of Appeals of our own Circuit, in the 
case of Vogue Co. v. Thompson-Hudson Co. and others, 300 F. 509, 
at page 512 [15 T. M. Rep. 1], have this to say, speaking of 
unfair competition and fraud as the provocative cause for the in- 
vocation of equity jurisdiction: 


“This rule is usually invoked when there is an actual market com- 
petition between the analogous products of the plaintiff and the defen- 
dants, and so it has been natural enough to speak of it as the doctrine 
of unfair competition; but there is no fetish in the word ‘competition.’ 
The invocation of equity rests more vitally upon the unfairness. If ‘B’ 
represents that his goods are made by ‘A,’ and if damage therefrom to 
‘A’ is to be seen, we are aware of no consideration which makes it con- 
trolling whether this damage to ‘A’ will come from market competition 
with some article which ‘A’ is then manufacturing or will come in some 
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other way. The injury to ‘A’ is present, and the fraud upon the con- 
sumer is present; nothing else is needed. . . . Walter v. Ashton (1902), 2 
Ch. Div. 282; Eastman Co. v. Kodak Co., 15 Rep. Pat. Cases, 105.” 

The same underlying reasoning is employed in the case of 
Peninsular Chemical Co. v. Levinson and others (C. C. A. 6) 247 
F. 658 [18 T.-M. Rep. 171]. 

The same reasoning prompted the decision of a very recent 
case entitled Howard Wall v. Rolls-Royce of America (4 F. (2d) 
333 [15 T.-M. Rep. 239]), handed down by the Circuit Court of 
the Third Circuit. October term, 1924. 

Permanent injunction may issue as prayed for. Entry may 
be presented accordingly, carrying costs for plaintiff. 


MacFappen Pusuications, Inc. v. B. L. McFappen, Inc., er Au. 
(231 N. Y. S. 185) 


New York Supreme Court, Appellate Division 
November 2, 1928 


Famimty Name—Unram Competirion. 

Where plaintiff, by thirty years of effort, had caused its periodi- 
cals to be identified with the surname “MacFadden,” the use by de- 
fendant of the name “McFadden” in the publication of competing 
magazines, in such manner as to cause actual confusion of the public, 
was properly enjoined. 

In equity. Appeal from an order granting plaintiff's motion 
for a preliminary injunction. Modified and affirmed. 


David J. Rosen, of New York City, for appellants. 
Joseph Schultz, of New York City, for respondent. 


McAvoy, J.: The action is brought by a corporation which is 
engaged in a publishing business. Its founder, Bernarr MacFadden, 
has been in this business as the active head of the plaintiff corpora- 
tion for some 80 years. It is alleged in the affidavit of plaintiff that 
about 120,000,000 copies of its magazines are sold each year. 

The sum of nearly $15,000,000 is asserted to have been ex- 
pended by the plaintiff corporation and its predecessors in interest 
in giving publicity to the name “MacFadden” as applied to publica- 
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tions of this company. This legend also has been employed as a 
stamp or mark, distinguishing the type of magazines, newspapers, 
and other periodicals published and distributed by the plaintiff 
corporation. It is still engaged in publishing products of the 
character described, and spends approximately $1,000,000 a year. 

The plaintiff corporation has 800 wholesale and 18,000 retail 
agents throughout the United States and Canada distributing and 
selling its magazines. Fifty percent of the total business done by 
such wholesalers or distributors is in plaintiff's publications. Each 
of its publications has prominently marked thereon the legend a 
“MacF adden” publication. Such publications are commonly known 
by readers and described by wholesalers and distributors as “Mac- 
Fadden” publications. 

The defendant, Benjamin L. McFadden, was for a short time 
employed by the plaintiff corporation as its circulation manager. 
Some time prior to the 28th of July, 1928, he caused to be incorpo- 
rated under the laws of the state of Delaware a corporation known 
as “B. L. McFadden, Inc.” Permission to carry on its business 
in the state of New York was obtained on July 28, 1928. Besides 
adopting a name so similar to a name which has become so well 
known in the publishing business, the defendants placed upon the 
cover very prominently and as part of the title of their magazine 
the name of the company publishing it, so wording the same and 
so placing the same that the words “McFadden” and “Publishers” 
appear conspicuously thereon. This was bound to confuse the trade 
and the public buyer. Manuscripts intended for the plaintiff have 
been sent to the defendant. Distributors of the plaintiff's and de- 
fendants’ magazines have forwarded covers of the defendants’ 
magazines to the plaintiff. Letters addressed to “Cabaret Stories” 
one of defendants’ magazines, 1926 Broadway—the address of the 
plaintiff—frequently have been received. 

The confusion was increased because the defendants established 
offices at 1860 Broadway (at Sixty-Fifth Street), whereas the plain- 
tiff’s main offices are and have been for many years in the MacFad- 
den Building, at 1926 Broadway (at Sixty-sixth Street). These 
considerations lead us to believe that the injunction was properly 
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granted in part, but the order must be modified, by striking there- 
from the words “therein” in folio 11 of the order, the words “‘or us- 
ing in the same said names or either of them within the state of 
New York or elsewhere in connection with their said business, and 
from using any name or style similar to such name of B. L. Mc- 
Fadden, Inc., or B. L. McFadden,” the words “and from using or 
doing business under any of the said names or similar names,” and, 
as so modified, affirmed. 

Order modified, as indicated in opinion, and as so modified, 
affirmed. Settle order on notice. All concur. 


Cuecker Cas Mre. Corp. v. THe Green Cas Co. ET AL. 
United States Circuit Court of Appeals, Sixth Circuit 
November 13, 1929 


Trave-Marxs—Co.or—V atipiry. 

Whether plaintiff, a maker of cabs, could secure a valid manu- 
facturer’s trade-mark in a checkered band, consisting of alternate 
black and white squares used on taxicabs, quaere. 

Trape-Marxs—Coior Design on Cass—Ricuts or Maker AND User. 

Plaintiff manufactured taxicabs and sold same to defendants, 
taxi cab operators, under a contract requiring the defendants to pur- 
chase exclusively from plaintiff. Plaintiff also induced the defendants 
to substitute a black and white checkered border as a distinguishing 
mark on the cabs, in place of a green border formerly used by the 
defendants. The contract contained no provision as to the use of 
the checkered band by defendant on its cabs after the expiration of 
the contract. Held that plaintiff could not restrain the use by de- 
fendants of the checkered band or border after expiration of the 
contract, upon cabs not purchased from the plaintiff. 


From a decision of the United States District Court, Northern 
District of Ohio, dismissing the complaint in an action for trade- 
mark infringement, plaintiff appeals. Affirmed. 


White, Cannon & Spieth, of Cleveland, Ohio, for appellant. 
John B. Oviatt, of Cleveland, Ohio, for appellee. 


Hickxen.tooper, C. J.: This is an action to enjoin infringe- 
ment of technical trade-mark claimed by plaintiff, here appellant, 
as a manufacturer of taxicabs. The mark in question is a narrow 
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band of checker-board design, alternate squares of white and 
black, around the body of the cab just below the mid-line or top 
structure. The bill was dismissed in the court below. 

Defendant began the operation of taxicabs in the city of Cleve- 
land in the spring of 1923, then purchasing 50 of the plaintiff's 
cabs, only one of which then bore the checker border. Green pre- 
dominated in the original color scheme and the defendant company 
has been known since organization as The Green Cab Company. 
Shortly after organization the plaintiff persuaded the defendant to 
adopt the checker border for all of its cabs and such border has 
since been used, in addition to the other elements of the color 
scheme, to identify the cabs of the defendant as an operating com- 
pany. A profitable business has been developed by defendant 
through rendering prompt, efficient and courteous service. De- 
fendant is not a dealer in taxicabs except in so far as it is now 
engaged in operating under the driver-owner plan whereby the 
drivers purchase their own cabs and operate as units of one or- 
ganization. Such plan, however was adopted to create a spirit 
of greater responsibility on the part of the drivers, and does not, 
we think, detract from the unity and integrality of the operation 
as one by and in the continuing interest of the corporate defendant. 
In the fall of 1925 the defendant ceased to purchase its cabs from 
plaintiff and bought from others, and this action is to enjoin the 
use of the checker border upon those cabs not purchased from 
plaintiff. 

The original contract between plaintiff and defendant, while 
exclusive in the sense that the defendant agreed to purchase its 
needs only from the plaintiff, contained no provision for the use 
of the checker border. This was entirely optional with the pur- 
chaser. Nor did the contract make provision for the abandonment 
of use of this border by defendant upon the termination of the con- 
tract. The plaintiff is not an operator of taxicabs in Cleveland 
and is interested in control of the checker border as an operating 
trade-mark only in so far as licenses for its use may be granted 
to operating companies and so serve as an inducement for the 
purchase of equipment. There is no evidence of confusion as to 
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the origin of cabs bearing the checker border or of damage to the 
business of plaintiff from the use by defendant or others of the 
checker border upon cabs of inferior quality. The issue is one of 
technical trade-mark exclusively. 

Assuming without deciding that the plaintiff could secure a 
valid manufacturer’s trade-mark in the checkered band, we are of 
the opinion that such right may not be extended to cover the use 
of such mark by the defendant as disclosed by the present record. 

The case involves questions both of use of the same trade- 
mark in trades of different description and territorial limitations 
as to such use. Here the plaintiff has induced and persuaded the 
defendant to use the checker border as its symbol of service. A 
valuable good will has been created. The public of Cleveland and 
vicinity has learned to recognize the checker border as indicating a 
favorably regarded type of service. The plaintiff is a manufac- 
turer solely; the defendant an operator. The elements of unfair 
competition present in such cases as Buckspan v. Hudson Bay Co., 
22 F. (2nd) 721 (C. C. A. 5) [18 T.-M. Rep. 4]; and Western Oil 
Refining Co. v. Jones, 27 F. (2nd) 205 (C. C. A. 6) [18 T.-M. 
Rep. 432], are entirely absent here. Thus we are of the opinion 
not only that the uses are sufficiently different to justify the de- 
fendant in a continuance of its use (American Steel Foundries v. 
Robertson, Comr., 269 U. S. 872 [46 S. Ct. Rep. 160] [16 T.-M. 
Rep. 51]), but also, if the rights of plaintiff may legitimately be 
said to extend to the employment of the checker border in an 
operating business, that plaintiff cannot be said to have first adopted 
such operating trade-mark in the Cleveland territory. Hanover 
Milling Co. v. Metcalf, 240 U. S. 403 (36 S. Ct. Rep. 857 [16 
T.-M. Rep. 149]); United Drug Co. v. Rectanus, 248 U. S. 90 
(39 S. Ct. Rep. 48 [9 T.-M. Rep. 1]). 

In United Drug Co. v. Rectanus the court says, at page 100: 

“It would be a perversion of the rule of priority to give it such an 
application in our broadly extended country that an innocent party who 
had in good faith employed a trade-mark in one State, and by the use 
of it had built up a trade there, being the first appropriator in that juris- 
diction, might afterwards be prevented from using it, with consequent 


injury to his trade and good will, at the instance of one who theretofore 
had employed the same mark but only in other and remote jurisdictions, 
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upon the ground that its first employment happened to antedate that of 
the first-mentioned trader.” 

This suggests the elements of estoppel so emphasized by the 
facts of the present case. It is repugnant to all principles of 
equity that having induced the defendant to use the checker border 
and having permitted a valuable good-will to be developed through 
its use in a definitely localized territory, plaintiff should now be 
permitted to destroy this good-will or to appropriate it in the same 
territory to a competing and newly organized taxicab service. 
Such retention of rights in operation and continued control of a 
trade-mark could be preserved, if at all, only by express provi- 
sion in the original contract, which provision the parties here have 
seen fit to omit. 

For the reasons above stated it is unnecessary to pass directly 
upon the questions of validity of plaintiff's trade-mark as a manu- 
facturing mark, priority of appropriation or abandonment in the 
present field. It is sufficient to hold that as to Cleveland and its 
contiguous territory the plaintiff has no trade-mark rights in the 


checker border as a symbol of operating service which would jus- 
tify relief against the present defendants. 
The judgment of the district court is affirmed. 


[Nore: The decision reached by the court in this case was undoubt- 
edly correct, but the reasoning by which the decision is justified does not 
seem convincing. The public, the users of cabs, are not interested in the 
manufacturer but in the service. It is service and not cabs which they 
buy. The distinguishing mark, therefore, meant to the public not a 
particular make of cab, but a particular service organization by which the 
cabs were operated. In other words, however it was intended by the 
maker, the checkered border never was in fact a trade-mark for the plain- 
tiffs cabs to distinguish them from others of a different make, but became 
by use a distinguishing mark for the defendants’ service. 

This case indicates that the consuming public, and not the manufac- 
turer, determine the significance of the mark. That is not necessarily a 
trade-mark which is intended as such by the manufacturer. That is the 
trade-mark by which the consuming public recognizes a product or a 
service, and what it recognizes by the mark determines the thing for 
which it is the trade-mark. Eb.] 
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Juxius LEHRENKRAUSS ET AL., DOING BUSINESS AS J. LEHRENKRAUSS 
& Sons v. Universat Tours, Inc. 


New York Supreme Court, Appellate Division, Second Judical 
Department 


December 4, 1929 


Unram Competirion—Trape-Names—‘Universat Tours.” 

Plaintiffs had for many years been doing business under the trade- 
name “Universat Tours.” Defendants adopted and used the name 
with knowledge of this fact. This evidence considered alone was suffi- 
cient to justify an injunction against defendants’ continuance in such 
use. 

Unrarr Competirion—Derense—EsropPe. 

The filing in the county clerk’s office by plaintiffs of a certificate 
stating they had discontinued use of the trade-name “Universal Tours” 
held to estop them from restraining defendant in the use of the same 
words in a tourist business, when such use was begun after such cer- 
tificate of discontinuance was filed. 


Appeal from a judgment of the Special Term, Kings County, 
in favor of plaintiff. Reversed. Hagarty, J., dissents. 


Leonard F. Manheim (Emanuel Newman, on the brief), both 
of New York City, for the appellant. 
Albert J. Clark, for the respondents. 


Before Younea, Ricu, Hacarty, Seecer and Scupper, JJ. 


Youne, J.: The Trial Court found as findings of fact that 
plaintiffs’ predecessors had adopted the legend “Universal Tours” 
as a trade-name in the travel agency business in the year 1915; that 
in the year 1924, plaintiffs’ predecessors adopted the legend “Uni- 
versal Lehrenkrauss Travel Agency” as a trade-name; that in 
May, 1925, plaintiffs adopted the arbitrary legend “Universal 
Travel Agency” as a trade-name in the travel business; that neither 
plaintiffs nor plaintiffs’ predecessors had discontinued or aban- 
doned the use of said trade-names; that the said trade-names had 
acquired a secondary meaning; that the defendant company was 
engaged in a travel agency business in New York City under the 
name “Universal Tours, Inc.,” and was incorporated after its pred- 
ecessor in title had received actual notice of plaintiffs’ claim of 
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exclusive right to the trade-name “Universal Tours” and that the 
use by the defendant of the legend “Universal Tours” as a part of 
its corporate name has caused confusion in the trade with the result 
that numerous concerns have extended credit to tourists bearing 
credentials issued by the defendant and have forwarded said cre- 
dentials to plaintiffs for redemption in the mistaken belief that 
said credentials emanated from or were issued by plaintiffs. 

The court found as conclusions of law that the legend “Uni- 
versal Tours” is a good and valid trade-name and is owned by the 
plaintiffs; that the defendant by the use of its corporate name is 
trespassing upon the rights of plaintiffs and is guilty of unfair 
competition and that plaintiffs are entitled to a perpetual injunc- 
tion enjoining and restraining the defendant from the use of the 
words “Universal Tours” as a part of its corporate name. 

Both plaintiffs and defendant conduct a travel agency busi- 
ness. Plaintiffs’ business is conducted from its office, 359 Fulton 
Street, Brooklyn. They have been continuously engaged in the 
business mentioned since 1878, and their business extends to all 
parts of the world and amounts to about a million dollars annually. 
Prior to the late World War, this business was conducted in the 
name of J. Lehrenkrauss & Sons, and the business conducted by 
them was for a large part German business. When the war began, 
plaintiffs found it advisable to adopt a trade-name on account of 
the anti-German feeling in the United States, dropping their own 
German name theretofore used. Accordingly, in 1915, plaintiffs’ 
predecessors adopted the words “Universal Tours” as a trade- 
name for their business, and this name was applied to their sta- 
tionery, checks, travellers’ coupons, advertising literature and to 
an account in the Mechanics’ Bank in Brooklyn in which deposits 
were made every few days throughout the entire period from 1915 
to the date of trial, October, 1928. This trade-name was also, in 
1915, applied in raised brass letters to a copper plate fastened to 
the base of the window in front of plaintiffs’ office in Brooklyn. 

It was also shown that, while still using the words “Universal 
Tours” as a trade-name, plaintiffs’ predecessors, in May, 1917, also 
adopted the words “Universal Tour Company,” which was also 
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applied to their stationery, coupons, tickets and advertising, and 
evidence was offered that both these names were more or less used 
from the time of their adoption to the date of trial, although it was 
contended by the appellant that they were very little in use for a 
number of years prior to the time when the defendant began using 
the same words in 1926. It was also shown that, on February 5, 
1924, plaintiffs adopted the words “Universal Lehrenkrauss Travel 
Agency” as a trade-name and, in February, 1925, adopted the 
words “Universal Travel Agency” as a trade-name. It was also 
shown that certificates were duly filed in the county clerk’s office 
in each of these four instances, at the date given above, in com- 
pliance with section 440 of the Penal Law. This section, prior 
to 1926, was as follows: 


“§ 440. Conducting business under assumed name. 

“1. No person or persons shall hereafter carry on or conduct or 
transact business in this State under any assumed name or under any 
designation, name or style, corporate or otherwise, other than the real 
name or names of the individual or individuals conducting or transacting 
such business, unless such person or persons shall file in the office of the 
clerk of the county or counties in which such person or persons conduct, 
or transact or intend to conduct or transact such business, a certificate 
setting forth the name under which such business is, or is to be conducted 
or transacted, and the true or real full name or names of the person or 
persons conducting or transacting the same, with the postoffice address 
or addresses of said person or persons, and the age of any who may be 
infants. Said certificate shall be executed and duly acknowledged by the 
person or if there be more than one, by all of the persons so conducting, 
or intending to conduct said business. 

“5. Any person or persons carrying on, conducting or transacting 
business as aforesaid, who shall fail to comply with the provisions of this 
section shall be guilty of a misdemeanor.” 


It was also conceded that, in February, 1924, plaintiffs’ pred- 
ecessors filed certificates in the Kings County Clerk’s office, dis- 
continuing the trade-name “Universal Tours” and “Universal Tour 
Company.” The form of this certificate of discontinuance was as 
follows, signed by the plaintiffs’ predecessors: 


“We certify that we have discontinued and terminated the conduct 
and transaction of any business under the name Universal Tours (the 
other certificate reading Universal Tour Company), and hereby direct and 
authorize the clerk of the County of Kings to cancel the certificate made 
and acknowledged by them giving the date of the filing of the certificates 
as heretofore stated.” 
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Bearing in mind the date of these certificates of discontinu- 
ance, namely, February, 1924, I shall now refer to the acts of the 
defendant on account of which this action has been brought, and 
against the continuance of which it has been enjoined. It was 
shown that one Jack Jacobs is president of the defendant corpora- 
tion. He had conducted a tourist agency business with his father 
at No. 36 Canal Street, Manhattan. His father had been in this 
business since 1888. In 1924, the son opened a branch office at 
424 Seventh Avenue, Manhattan, under the name “European Travel 
Service,” this name having first been adopted by his father in 1890 
and been duly registered in the county clerk’s office in Manhattan. 
This continued until 1926, when, as Jack Jacobs testified, his busi- 
ness had grown and its character changed from an immigrant busi- 
ness to that of a general tourist agency, and he thought it advisable 
to get a new name more truly indicating the character of his busi- 
ness. He testified that he made a thorough search in the New 
York Public Library and of the records of the county clerk’s office 
and, as a result of his search, he adopted the name “Universal 


Tours” and filed a certificate to that effect in New York County 
on August 11, 1926, pursuant to section 440 of the Penal Law. 
He testified that, prior to November, 1926, he had never heard of 
Lehrenkrauss & Sons. They did no business in Manhattan and 
he did not know of them. Later on, in November, 1927, he in- 
corporated his business under its present name, “Universal Tours, 


> 


Inc.” Before using the name at all, he inquired at the county 


clerk’s office in Kings County and found that this name was avail- 
able, that it was not used by anybody else and, before he incor- 
porated, he received a letter from the Secretary of State, stating 
that he might use the name “Universal Tours, Inc.” for his new 
corporation. The first knowledge he had that plaintiffs claimed 
the exclusive right to use the words “Universal Tours” was a letter 
he received from plaintiffs’ representative on or about November 
13, 1926. The defendant at this time had been using the words 
“Universal Tours” as a trade-name approximately three months, 
and after this incorporated under this name. Of course, this was 
done with full knowledge of plaintiffs’ claim to the exclusive use 
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of these words. It was shown by Mr. Jacobs that, upon receipt of 
this letter, he consulted counsel and was advised that he could 
safely proceed; that he had a legal right to use the words “Uni- 
versal Tours,” and, later on, it is conceded that he had a talk with 
plaintiffs’ representative in which he took the same position, and 
the defendant claims that plaintiffs had no faith at that time in 
their present claims, for it appears that while they knew that the 
defendant was using the words “Universal Tours” in its business as 
early as November, 1926, and wrote the defendant a letter threaten- 
ing a law-suit, they did nothing about it until January, 1928, when 
the present action was brought, during which time, the defendant 
contends, they tried to bolster up their case by again using the 
words “Universal Tours” in their business, which it is claimed were 
not used in their business for some years prior to this time. 

It is quite apparent that this appeal presents almost entirely 
a question of law. There is little dispute about material facts. 
In my judgment, the evidence is sufficient to uphold a judgment 
enjoining the defendant from the use of the words “Universal 
Tours’ as a trade-name, were it not for the fact that, in 1924, plain- 
tiffs” predecessors filed a certificate stating that they had discon- 
tinued and terminated the use of these words in their business. 
This, in my judgment, presents a very serious situation for the 
plaintiffs in this action. Plaintiffs insist that, although these cer- 
tificates of discontinuance were filed, they still continued to use 
the words “Universal Tours” in their business, that this use con- 
tinued to the time of the trial, and much documentary evidence as 
well as testimony was offered to establish this fact; and they 
assert that this use on their part of these words after the certi- 
ficate of discontinuance was filed gives them the right to protect 
such use of these words in their business, and that the judgment 
in their favor at Special Term was right; that it clearly appeared 
that the defendant, for the purpose of getting business from them 
unfairly, made use of the trade-name which they had used for 
a long period and that a clear case of unfair competition was made 
out. The trouble about this argument is that the cases, so far 


as they touch upon the vital question involved, seem to be against 
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plaintiff’s contentions. It is conceded that no case has been decided 
directly upon this point. The respondents cite a number of cases 
where actions at law, brought to collect debts, have been upheld, 
where the defendant alleged by way of defense a violation of 
the Penal Law on the part of the plaintiff, but the courts have 
held that, in such actions, this defense is not available, because 
it is said that, whether or not plaintiff's name in such actions 
was legally or illegally used, the contract sued upon was actually 
made and was no less an obligation because the obligee had used 
a name which he ought not to have used. (Gay v. Seibold, 97 N. Y. 
472; Wood v. Erie Railway Company, 72 N. Y. 196.) This 
rule, in my opinion, does not apply in an action brought in equity 
like the present one. In such a case fairness is always to be 
considered. So far as I know, there was no statute requiring 
the filing of the certificates of discontinuance, yet plaintiffs’ 
predecessors did so and plainly announced that they had discon- 
tinued and terminated the conduct and transaction of their busi- 
ness under the name in question. Having done so, equity should 
not permit them now to assert a right upon the use of the name 
they had declared discontinued and terminated. This, of course, 
is without considering the effect of the alleged violation of section 
440 of the Penal Law. 


It is claimed that plaintiffs’ use of the trade-name in ques- 


tion after the filing of the certificate of discontinuance was in 
violation of section 440 of the Penal Law referred to, but it has 
been suggested that, as no statute required the filing of such 
certificate, it was merely a gesture without legal effect. It is 
certain, however, that it would be inequitable to grant plaintiffs 
relief based upon the certificate which they had caused to be can- 
celled, and plaintiffs make no such demand. 

If plaintiffs’ use of the trade-name subsequent to the filing 
of the certificate of discontinuance is to be regarded as an illegal 
use, and I think it should be, then it is plain that plaintiffs are 
not entitled to the relief sought. In this connection, both sides 
cite the case of Goddard v. American Peroxide and Chemical Co. 
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(67 Mise. 279 [122 N. Y. Supp. 360]). This was a Special 
Term case in which Justice Giegerich wrote the opinion, and he 
held that plaintiff would be permitted to restrain the defendant's 
wrongful use of the trade-name in question, in spite of failure on 


plaintiff's part to file a certificate according to section 440 of the 
Penal Law, but because of special circumstances. He stated: 


“In this case, however, it is claimed that the plaintiff should not be 
allowed to enjoy the use of the trade-name he purchased, because he has 
carried on business under that name without filing the certificate required 
by section 440 of the Penal Law (Consol. Laws 1909, formerly Penal Code 
§ 363b). This proposition is based upon the general principle that a plain- 
tiff must come into equity with clean hands. In the present instance, how- 
ever, it was proved that the plaintiff for a long time had no knowledge of 
the statute referred to, and as soon as he became aware of its existence 
he filed the necessary certificate, which was prior to the commencement 
of the action.” 


In Williams v. New York Herald Co. (165 App. Div. 529 
[150 N. Y. Supp. 838]), it was held that members of a dairy 
company maintaining a lawful business, but conducting it under a 
fictitious name in violation of the Penal Law, were not entitled to 
recover damages to their firm business in an action for libel. 

In Prince Manufacturing Co. v. Prince’s Metallic Paint Co. 
(135 N. Y. 24), Judge Andrews, writing for the Court of Appeals, 


said: 


“The jurisdiction of equity to restrain the infringement of trade-marks 
is founded upon the right of property in the plaintiff and its fraudulent 
invasion by another, and is exerted to prevent fraud upon him and upon 
the public. In protecting the owner of the trade-mark the public is also 
protected and deception is prevented. But as was said by Lord Romilly 
in Cocks v. Chandler (L. R. [11 Eq.] 466): ‘The administration of 
equity is founded in perfect truth. The party who comes into a court of 
equity for relief against fraud must himself be free from fraud in the 
matter of which he complains, or, as is frequently said, he must come with 
‘clean hands.’ The courts have in many cases applied this principle in bar 
of relief in cases of trade-marks. Any material misrepresentation in a 
label or trade-mark as to the person by whom the article is manufac- 
tured, or as to the place where manufactured, or as to the materials 
composing it, or any other material false representation, deprives a party 
of the right to relief in equity. The courts do not, in such cases, take 
into consideration the attitude of the defendant. Although the defen- 
dant’s conduct is without justification, this, in the view of a court of 
equity, affords no reason for interference.” 


In 38 Cyc., 797, it is stated: 
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“Illegality or Fraud a Bar to Relief. If a trade or calling, as carried 
on, is illegal, deceptive, or fraudulent, names, marks, or devices used therein 
will not be protected upon the ground of unfair competition, no matter 
how plain defendant’s fraud may be, and although a proper case for 
relief is made out in all other respects. The rule here is the same as in 
the case of technical trade-marks. Plaintiff must come into court with 
clean hands. Names and marks which are themselves a misrepresentation, 
or which are wrongfully used by plaintiff, and operate to deceive the 
public, will not be protected. The illegal use of a name in violation of 
law will not constitute it a trade-mark entitled to protection as such.” 

No case is cited involving a certificate of discontinuance such 
as appears in the present case, and no case is cited where an in- 
junction has issued against a defendant where it appears that 
the plaintiff was seeking to protect the use of a trade-name illegally 
used by the plaintiff. It seems to me that the filing of the certificate 
of discontinuance by the plaintiffs of the trade-name “Universal 
Tours,” with the statement in the certificate that their business 
would no longer be conducted under that name, left the field open 
for the use of that name by any other person wishing to adopt it, 
and, furthermore, I am of the opinion that the use of such trade- 
name by the plaintiffs after such certificate was filed places the 
plaintiffs in such a position that equity should refuse to grant them 
relief. I therefore recommend that the judgment be reversed upon 
the law and the facts, with costs, and judgment directed in favor 
of the defendant upon the merits, with costs. Findings of fact 
numbered 9, 10, 11, 12 and 13, and conclusions of law numbered 
1, 2 and 3, are reversed and new findings and conclusions will 
be made in support of the judgment directed in favor of the 
defendant. 


Haaarty, J.: I dissent. In my opinion, the fact that the 
plaintiffs’ predecessors filed a certificate in 1924 stating that they 
had discontinued the use of the words “Universal Tours” in their 
business as a trade-name, does not deprive the plaintiffs of the 
benefits of the judgment which they obtained, upon sufficient evi- 
dence, enjoining the defendant from the use of the words “Uni- 
versal Tours” as a trade-name. 

In October of 1915, at the time the plaintiffs’ predecessors 
adopted the trade-name “Universal Tours,” a certificate was duly 





32 TWENTY TRADE-MARK REPORTER 


filed in the County Clerk’s office, in compliance with the provisions 
of section 440 of the Penal Law. The law, as it then existed, 
is set forth in full in the prevailing opinion. But in February 
of 1924, plaintiffs’ predecessors filed the certificate which is referred 
to as the certificate of discontinuance, appearing in form also in 
the prevailing opinion. Thereafter, the plaintiffs continued the 
use of this trade-name in their business, notwithstanding the filing 
of the certificate in February of 1924. 

In my opinion, the filing of this certificate of discontinuance 
was an idle ceremony which in no wise affected the plaintiffs’ 
rights to continue the use of the trade-name. The original certi- 
ficate of record continued to fulfill the purposes for which the 
statute was designed, that is, to give notice that the plaintiffs 
or their predecessors were doing business under the name “Uni- 
versal Tours.” The right to the use of this name was not enhanced 
by the filing of the certificate, but, the name having been adopted, 
the filing of the certificate was made mandatory in order that the 
public might know with whom it was dealing. Nor was the right 
to continue the use of the name taken away by the certificate 
of discontinuance, under the law as it then existed. Concededly, 
the plaintiffs continued the use of the name after February of 
1924, and to the time of the trial. Can it be said that the 
plaintiffs were guilty of a misdemeanor by continuing the use 
of the name after February of 1924? I think not. They com- 
plied with the statute, and that compliance gave the required notice 
that they were the individuals doing business under the name 
“Universal Tours.” Having filed the certificate, they were guilty 
of no offense in continuing the use of the name, in the absence 
of any provision of the law providing for the filing of a certificate 
to the effect that the use of such name had been discontinued. 
There was no authority in the County Clerk to receive such a 


certificate, nor was there any provision for the making of a note 
of such certificate of discontinuance upon the index so kept by 
him of all persons having theretofore filed certificates. That the 
filing of the certificate of discontinuance was of no legal effect 
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in 1924, is evidenced by the fact that the legislature provided 
for such a certificate by Chap. 2 of the Laws of 1926, in effect 
September 1, 1926. 

The purpose of the law under consideration (§ 440 of the 
Penal Law) is the same as that of former section 363 of the 
Penal Code, considered in Sinnot v. German-American Bank of 
Rochester (164 N. Y. 386), where Judge Gray wrote (p. 391): 
“It is a highly penal one and deserves a strict construction. (Gay 
v. Seibold, 97 N. Y. 472.) It was a measure intended to be in 
the interests of the commercial community and had its foundation 
in public policy.” Again, in Jenner v. Shope (205 N. Y. 66, at 
p. 72), it was stated for the court by Cullen, Ch. J., referring to 
section 363-b of the Penal Code, from which the present law was 
derived, that 


“It was not the object of the legislation to prohibit absolutely the 
conduct of business under titles of the character mentioned—a practice 
which has been in use from very early times—but to require any one so 
conducting a business to file a certificate stating the name of the person 


or persons who were actually conducting the business in order that per- 
sons dealing with them might know who were responsible for liabilities 
incurred in the business.” 

In my opinion, the plaintiffs here come within the rule stated 
by Justice Giegerich in Goddard v. American Peroxide and Chemical 
Co. (67 Misc. 279 [122 N. Y. Supp. 360]), cited without disap- 
proval in the prevailing opinion. It was there held that the plaintiff 
was entitled to equitable relief enjoining the defendant’s wrongful 
use of the plaintiff’s trade-name, notwithstanding the fact that the 
plaintiff had not filed a certificate as required by section 440 of 
the Penal Law, for the reason that the plaintiff for a long time 
had no knowledge of the statute, and as soon as he became aware 
of its existence he filed the necessary certificate, which was prior 
to the commencement of the action. The good faith of the plaintiffs 
in the case now under consideration is evidenced by the fact that 
their predecessors complied with the law by filing the required 
certificate, which remains unaffected upon our public records to 
this day. 

The judgment should be affirmed, with costs. 
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[Nore: The correctness of this decision appears open to question. 
The fundamental principle of estoppel appears to be absent in that de- 
fendant did not act with knowledge of the fact, relied upon in the opinion, 
that the plaintiffs had filed a certificate of discontinuance in the county 
clerk’s office. Since it appeared that the plaintiff in spite of such certifi- 
cate was still using the name, the judgment of the lower court would seem 
to have been correct. 

Even after abandonment of a trade-mark, trade-name or style of 
package by the original user, the public will for a long time associate the 
old trade-mark, trade-name or package with the first user and, therefore, 
its use by another will be quite as confusing as though it had not been 
abandoned by the original user. In fact, such use by another may be the 
more confusing because it puts the later user in the shoes of the first user 
and places the first user in the position before the public of imitating the 
mark, name or style of package that was formerly his own. Ep.] 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Res Adjudicata 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the notation “White Chicken,’ as a trade-mark for canned tuna 
fish, notwithstanding the prior use and registration by opposer 


of the notation “Chicken of the Sea,” as a trade-mark for tuna 
fish. 

In his decision, after referring to the adjudicated case of 
Van Camp Sea Food Co., Inc. v. Westgate Sea Products Co., 28 F. 
(2d) 957 [19 T.-M. Rep. 189] in which it was held that “Breast 
O’ Chicken” was not confusingly similar to “Chicken of the Sea,” 
since the word “chicken” is measurably descriptive, and that the 
plaintiff, opposer here, was not entitled to the exclusive use of that 
word, the First Assistant Commissioner said: 

“Since the mark of the applicant here, ‘White Chicken,’ is obviously no 
more similar to the opposer’s mark than is the mark of the defendant in 
the adjudicated case, the finding of the court in that case is regarded as 


determinative of the question of similarity of the marks involved in the 
instant proceeding. 

“There is not thought to be any reason for holding the conclusions 
of the court would have been any different if they had been based on 
proceedings other than a motion to dismiss or if the court had been aware 
that the defendant’s mark was not registered in the Patent Office.” ? 


*Van Camp Sea Food Co., Inc. v. The Alexander B. Stewart Organ- 
izations, 156 M. D. 2138, November 21, 1929. 








